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DETAILED ACTION 

Reopening of Prosecution 

The Board of Patent Appeals and Interferences reversed all rejections on appeal 
in the decision of 2 July 2009. However, prosecution of the instant application is re- 
opened upon further consideration of Morita et al. (US Patent No. 5,405,887). As such, 
a new non-final rejection is presented below. Authorization by a Technology Center 
Director or designee as required by MPEP § 1 21 4.04 is provided at this Action's 
conclusion. Claims 19, 21-26, and 29-40 are pending, with Claims 31-39 withdrawn. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 19, 21-26, and 40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Morita et al. (US Patent No. 5,405,887). 

With respect to Claims 19 and 40, Morita teaches a method of making a porous 
film by adding from 40-250 parts finely-powdered filler to 100 parts polylactic acid-based 
resin composition and melting (blending void initiating particles into a melt comprising a 
polylactic-acid-based material wherein the void initiating particles are employed in an 
amount of 30-50% by volume in feedstock) (see Abstract). The blend is melt-extruded 
through a flat die to form an extrudate (extruding the polylactic-acid-based materials as 
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a monolayer film to form a sheet comprising a layer of a polylactic-acid-based material 
containing inorganic particles) (see col. 7, lines 7-27). Morita teaches stretching 
biaxially from 1 .1 to 10 times (see col. 7, lines 28-32) and teaches, more specifically, 
stretching 3 times in one direction and 3 times in another direction (see Table 4, 
Example 3). The biaxial drawing ratio of Claim 19 of greater than 3 times and not more 
than 5 times and the biaxial drawing ratio of Claim 40 of greater than 3.3 times and not 
more than 5 times are obvious over Morita because the claimed ranges lie inside 
ranges disclosed by the prior art (see MPEP § 2144.05(1)). Moreover, biaxial drawing 
ratios of Claim 19 and 40 are obvious because their lower range of greater than 3 and 
3.3, respectively, and Morita's disclosed teaching of stretching 3 times in one direction 
and 3 times in another direction are close enough that one skilled in the art would have 
expected them to have the same properties (see MPEP § 2144.05(1)). Morita's 
stretching ranges recited above of from 1 .1 to 10 times (see col. 7, lines 28-32) and 
stretching 3 times in one direction and 3 times in another direction (see Table 4, 
Example 3) would necessarily cause the area ratio between the non-stretched sheet 
and the biaxially stretched film to be in the range of 1 .2 to 100 and 9, respectively. 
Similar to the obviousness of the claimed biaxial drawing ratio, the area ratio of Claim 
19 of greater than 10 times and not more than 20 times and the biaxial drawing ratio of 
Claim 40 of at least about 1 1 times and not more than 20 times are obvious over Morita 
because the claimed ranges lie inside ranges disclosed by the prior art (see MPEP § 
2144.05(1)). Moreover, area ratios of Claim 19 and 40 are obvious because their lower 
range of greater than 10 and 1 1 , respectively, and Morita's disclosed teaching of 
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stretching 3 times in one direction and 3 times in another direction are close enough 
that one skilled in the art would have expected them to have the same properties (see 
MPEP § 2144.05(1)). Morita's film would have pores (title). The sheet would 
necessarily be microvoided and have a total adsorbent capacity of at least about 14 
cc/m 2 principally because its process is the same process as claimed. 

With respect to Claim 21 , Morita's sheet is stretched at a temperature of T g + 50 
°C such as 60 °C (under 75 °C) (see col. 7, lines 35-39 and col. 10, lines 44-46). 

With respect to Claims 22 and 23, Morita's average particle diameter is 0.3 to 4 
urn (see Abstract), which reads on the claimed range of 0.1-1 urn (Claim 22) and 0.1- 
0.6 (Claim 23). 

With respect to Claim 24, the film thickness is from 10 to 300 urn (see col. 7, 
lines 40-44), which reads on the claimed range of 25-400 urn. 

With respect to Claim 25, Morita teaches a method of making a porous film by 
adding from 40-250 parts finely-powdered filler to 100 parts polylactic acid-based resin 
composition, which would necessarily overlap 45-75 weight % filler (see Abstract). The 
filler is inorganic (see col. 6, lines 28-38). 

With respect to Claim 26, Morita teaches using barium sulfate, calcium 
carbonate, zinc oxide, titanium dioxide, and silica (see col. 6, lines 28-38). 

Claims 29 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Morita et al. (US Patent No. 5,405,887) as applied to Claim 19 above, and further 
in view of Kanai et al. (Film Processing, pages 322 and 323). 
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With respect to Claim 29, Morita teaches the method of making film as previously 
described. Morita does not appear to expressly teach stretching the sheet in both 
directions simultaneously. 

Kanai et al. teach simultaneous biaxial stretching of film (see page 322, § 6.3.2). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Kanai's simultaneous biaxial stretching in the process 
of Morita in order to have good processability and simultaneous relaxation (see page 
322, § 6.3.2). 

With respect to Claim 30, Morita teaches the method of making film as previously 
described. Morita does not appear to expressly teach stretching the sheet in a machine 
direction first followed by a transverse direction. 

Kanai et al. teach stretching film in a machine direction first followed by a 
transverse direction (see page 323, Sequential Biaxial Stretching sections). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Kanai's stretching film in a machine direction first 
followed by a transverse direction in the process of Morita in order to avoid the 
shortcomings of the other biaxial stretching. Specifically, simultaneous biaxial 
stretching is unsuitable for high-speed processing and TD then LD (transverse then 
machine direction) biaxial stretching is unsuitable for uniformly stretching wide film (see 
page 323, second paragraph and second-from-last paragraph). 

Response to Arguments 
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Applicant's arguments filed 12 March 2008 and 24 July 2008 have been fully 
considered but they are not persuasive. 

Applicant argues with respect to the 35 U.S.C. § 102(b) rejections. Applicant's 
arguments appear to be on the grounds that: 

1) Morita does not teach the following claimed features: stretching biaxially, that 
both stretching directions' draw ratios are either between 3 and 5 or greater than 3.3, 
that the area ratio of the non-stretched sheet to stretched sheet is either between 10:1 
and 20:1 or at least 1 1 , that interconnected microvoids are formed around the inorganic 
particles, and that the sheet has an absorbent capacity of 14 cc/m 2 . 

2) Morita does not teach the claimed process's resultant absorbency because 
Morita does not provide an example using the claimed parameters and because Morita 
is directed to a leakproof material rather than the claimed invention's permeability. 
Furthermore, Morita does not teach the claimed method parameters because it would 
not have been obvious to one of ordinary skill in the art at the time the invention was 
made to combine the steps in Morita to form a product different from Morita's intentions. 

3) Morita's disclosure of permeability is not a disclosure of absorbency. 
The Applicant's arguments are addressed as follows: 

1 ) Applicant's arguments with respect to whether Morita anticipates the claimed 
biaxial stretching ratios and area ratios are persuasive. However, upon further 
consideration, a ground(s) of rejection based on the obviousness, rather than the 
anticipation, of the ranges as described in the 35 U.S.C. § 103(a) rejection over Morita. 
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1 and 3) The Examiner relies on Morita to teach that interconnected microvoids 
are formed around the inorganic particles and an absorbent capacity of 14 cc/m 2 
because Morita teaches all the claimed steps for achieving the claimed results of 
microvoiding and absorbent capacity. Moreover, Morita's product is microvoided and 
absorbent since it is permeable and able to absorb moisture (see col. 1, lines 18-27). 
Furthermore, with respect to the claimed resultant absorbency of 14 cc/m 2 , the 
examiner recognizes that all of the claimed effects and physical properties are not 
positively stated by the reference(s). Note however that the references teach all of the 
claimed ingredients, process steps and process conditions and thus, the claimed effects 
and physical properties would necessarily be achieved by carrying out the disclosed 
process. If it is applicants' position that this would not be the case: (1 ) evidence would 
need to be presented to support applicants' position; and (2) it would be the examiner's 
position that the application contains inadequate disclosure in that there is no teaching 
as to how to obtain the claimed properties and effects by carrying out only these steps. 

2 and 3) The Examiner relies on Morita for all that it teaches rather than 
individual examples and relies on Morita's teaching of making a product that is 
permeable and able to absorb moisture (see col. 1, lines 18-27). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick Butler whose telephone number is (571) 272- 
8517. The examiner can normally be reached on Mon.-Thu. 7:30 a.m. -5 p.m. and 
alternating Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on (571) 272-1 176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner, Art Unit 1791 
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Supervisory Patent Examiner, Art Unit 1791 
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Supervisory Patent Examiner, Art Unit 1700 



